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DETAILED ACTION 

1 . The claims 1-18 are pending. 

Claim Objections 

2. Claims 1 , 5, 8, and 1 6-1 8 are objected to because of the following infomnalities: 

• "the selected" in 8* line of claim 1 should be "a selected"; 

• "the suggested" in 2"** line of claim 5 should be "a suggested"; 

• "that" in 2"^* line of claim 8 is not clear, thus needs to be specified; 

• "the selected" in 1 0* line of claim 1 6 should be "a selected"; 

• "the content" in 3^*^ line of claim 17 should be "a contenf ; and 

• "the first and second" in 1 ®' line of claim 1 8 should be "the email editor and 
the ERMS". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1 and 5-17 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claim 1 merely reciting analyzing 
and executing modules does not produce a "useful, concrete and tangible" result, thus 
claim 1 is non-statutory. See MPEP 2106 (ll)(A). Claims 5-17 are likewise rejected. "A 
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computer program product tangibly embodied in an information carrier" in 1®* line of 
claim 16 is insufficient to render the claim fallen within a statutory category since "an 
information carrier" is not clearly limited to physical articles or objects, such as a storage 
device disclosed on pages 40-41 of the specification. Thus, claim 16 is non-statutory. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-12 and 14-18 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Ronnewinkel etal. (U.S. Publication No. 2004/0083191). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

With respect to claim 1, Ronnewinkel teaches responding to a received message 
(abstract and fig. 5). Ronnewinkel teaches analyzing content of a received message to 
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select which of a plurality of predefined categories relates to the received message, 
each predefined category having response information linked thereto (abstract, fig. 5, 
sections 6-1 1 on page 1 , sections 22-23 on page 2, and sections 31 -32 on page 3). 
Ronnewinkel teaches if a first of a plurality of predefined computer-executable response 
modules is executed, executing the first module using at least a first part of the 
response information linked to the selected category (fig. 5 and sections 31-32 on page 
3). Ronnewinkel teaches if a second of the plurality of predefined computer-executable 
response modules is executed, executing the second module using at least a second 
part of the response information linked to the selected category (fig. 5, sections 6-14 on 
page 1 , sections 33-36 on page 3, and section 57 on page 4). 

With respect to claim 2, Ronnewinkel teaches displaying suggested response 
message content on a display device, the suggested content being included in the 
linked response information (fig. 3, fig. 4, and sections 31-36 on page 3). 

With respect to claim 3, Ronnewinkel teaches the suggested content includes at 
least one document (fig. 3, fig. 4, section 22 on page 2, and sections 31-36 on page 3). 

With respect to claim 4, Ronnewinkel teaches the suggested content includes at 
least one response template (fig. 3, fig. 4, section 22 on page 2, and sections 31-36 on 
page 3). 

With respect to claim 5, Ronnewinkel teaches receiving user commands to send 
a response message with the suggested content (fig. 3, fig. 4, section 22 on page 2, 
and sections 31-36 on page 3). 
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With respect to claim 6, Ronnewinkel teaches executing a message routing 
instruction that routes the received electronic message to a user's email account, the 
message routing instruction being Induded in the linked response information (fig. 5, 
sections 6-14 on page 1, sections 31-36 on page 3, and section 57 on page 4). 

With respect to claim 7, Ronnewinkel teaches executing a message routing 
instruction that routes the received electronic message to a user's incoming electronic 
message account, the message routing instruction being included in the linked 
response information (fig. 5, sections 6-14 on page 1, sections 31-36 on page 3, and 
section 57 on page 4). 

With respect to claim 8, Ronnewinkel teaches the user's incoming electronic 
message account Is that of an expert (fig. 5, sections 6-14 on page 1 , sections 31-36 on 
page 3, and section 57 on page 4). 

With respect to claim 9, Ronnewinkel teaches the first module is one that 
produces a response message, and the second module is one that executes a 
procedure other than producing a response message (fig. 5, sections 6-14 on page 1, 
sections 31-36 on page 3, and section 57 on page 4). 

With respect to claim 10, Ronnewinkel teaches the first part is an auto-response 
(fig. 5, sections 6-14 on page 1, sections 31-36 on page 3, and section 57 on page 4). 

With respect to claim 1 1 , Ronnewinkel teaches the first part Involves suggested 
content (fig. 4, fig. 5, sections 6-14 on page 1, sections 31-36 on page 3, and section 57 
on page 4). 
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With respect to claim 12, Ronnewinl<el teaches the other procedure is service 
related (fig. 5, sections 6-14 on page 1, sections 31-36 on page 3, and section 57 on 
page 4). 

With respect to claim 14, Ronnewinkel teaches the first and second parts of the 
linked response information are different (fig. 5, sections 6-14 on page 1, sections 31-36 
on page 3, and section 57 on page 4). 

With respect to claim 15, Ronnewinkel teaches the received message comprises 
an email (fig. 5, sections 6-14 on page 1, sections 31-36 on page 3, and section 57 on 
page 4). 

The limitations of claim 16 are rejected in the analysis of claim 1 above, and the 
claim is rejected on that basis. 

With respect to claim 17, Ronnewinkel teaches receiving an email, the content of 
which relates to one of a plurality of predetermined categories in a categorization 
scheme, each predetermined category having business objects linked thereto (abstract, 
fig. 5, sections 6-14 on page 1 , and sections 22-23 on page 2). Ronnewinkel teaches 
selecting a category from among the plurality of predetermined categories (sections 6- 
14 on page 1 and sections 31-36 on page 3). Ronnewinkel teaches receiving user input 
that identifies which of a plurality of response procedure modules are to be executed in 
response to the received email (fig. 5, sections 6-14 on page 1, sections 31-36 on page 
3). Ronnewinkel teaches if an email editor module is executed, using a response 
template selected from among the business objects linked to the selected category (fig. 
5, sections 6-14 on page 1, sections 31-36 on page 3). Ronnewinkel teaches if an 
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ERMS module is executed, suggesting at least one business object linked to the 
selected category, the suggested business object including at least one of a quick 
solution document and an expert selected from annong the business objects linked to 
the selected category (fig. 5, sections 6-14 on page 1, sections 31-36 on page 3). 

With respect to claim 18, Ronnewinkel teaches executing one of the first and 
second modules involves displaying suggested response message content on a display 
device, the suggested content being included in the linked response information (fig. 4, 
fig. 5, sections 6-14 on page 1, sections 31-36 on page 3). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 1 3 is rejected under 35 U.S.C. 1 03(a) as being obvious over Ronnewinkel 
et al. (U.S. Publication No. 2004/0083191) in view of Haigh (U.S. Patent No. 5,793,861). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overconre 
by: (1 ) a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
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invention "by anotlier''; (2) a sliowing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .131 ; or (3) an oath or declaration under 37 CFR 1 .130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

With respect to claim 13, Ronnewinkel discloses the claimed subject matter as 
discussed above except the service-related procedure involves scheduling a service 
order. However, Haigh teaches the service-related procedure involves scheduling a 
service order (fig. 2, fig. 6, and lines 25-40 in col. 7) in order to handle a business 
transaction. Therefore, based on Ronnewinkel in view of Haigh, it would have been 
obvious to one having ordinary skill in the art at the fime the invention was made to 
utilize the teaching of Haigh to the system of Ronnewinkel in order to handle a business 
transacfion. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joon H. Hwang whose telephone number is 571-272- 
4036. The examiner can normally be reached on 9:30-6:00(M-F). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain T. Alam can be reached on 571-272-3978. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Infornration Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated infomnatlon 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Joon Hwang 
Patent Examiner 
Technology Center 2100 



9/25/06 



